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ms! *o the second final rejection. 



1. A kev ring comprising a key-hoidmg ring, such as 12, a band, such as web L\ 
a D-ring, such hp ! I, coupling said band to said key -bedding ring, page 1, lines 16-18, page 2, 
lines 13-14, said D-ring having a U-shaped portion, such as legs I1A ; 1 IB and highs. IIC 
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engaging the key-holding ring and a bar, sac'h as 11 D, between the ends of the U-shaped portion 
and engaging the band. Page 2. lines .11-22. 

i I . A method ul making a key ring that includes a key-holding ring, such as 12., thai is a 
spnal ring of material, page 2, lines so - 1 7, having a cross-sectional span, a band, such as web 13, 
a D-ring, such as 1 .!. coupling said band to said key-holding ring and having a U-shaped portion, 
such as legs MA, I IB and bight 11C, engaging the key-holding ring and a bar such us j ID, 
having bar ends between the ends of the U-shaped portion formed with a gap, such as 1 IE, 
intermediate said bar ends of width about that of said span to allow said key-holding ring to pass 
through said gap into said D-ring during assembly, comprising., passing the key-holding ring 
through the gap into the D-ring, and passing the band through the D-ring. Page 3. lines 1*~21 

(vi) Grounds of rejection to be reviewed on appeal. 

\. Whether claims l-H are unpatentable over the claim id' U.S. Design Patent No. 
D435,720 under the judicially created doctrine of obviousness-type double patenting. 

2. Whether claims 1, 6 and 11 are unpatentable under 55 U.S.C. Si 03(a) over Chen 
5,069,050 in view of Jung 4,903,5 1 4 una Momemcrs 4,523,443 or Sheldon A J)}, I 85. 

3. Whether claims 2-5 and 7-10 are unpatentable under section 35 U.S.C. §1 03(a) uver 
Chen, m view of Jung and Moroemers or Sheldon and Miller 1.704 J 37. 
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1. I lie nonstatutory double paten ting rejection is based on a judieialiy 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper umc wssc exten^n of tlie nent to 
exclude" granted by a patent and to prevent possible harassment by multiple 
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1969). 

A timely filed terminal disclaimer in compliance with 37 CPR i.'?2l{e) 
may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent is shown to be comraonlv owned with this application. See V7 CPR 

1.130(b). 

Effective. January I. 1 994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fishy comply with 3? CFR 3.73<h>. 

2, Claims 1-11 are rejected under the judieialiy created doctrine of 
obviousness type double patenting as being unpatentable over the claim of U.S. 
Design Patent Mo. 1)435,720. Altbougi t »<, o, U . « „> , ns kn ^ 
they are not patentably distinct from each other because the design patent clearly 
shows all of the claimed structure of the instant utility patent application and the 
utility patent claims all of the structure shown in the design patent as evidenced 
by the identical drawings figures in both he utility application and the design 
patent. Accordingly., two-way obviousness determination is satisfied. P. 2 

6. Applicant's arguments filed 8/30/05 have been fully considered but they 
are not persuasive. Firstly, with respect to Applicant's arguments regarding the 
double patenting rejection, it is maintained that the drawing figure shown and 
claimed in design patent D435,720 covers the structure set forth in the claims of 
the instant application, and therefore, the two-way obviousness determination is 
satisfied. Applicant's arguments that the instant claim is broader docs not 
overcome the rejection, since the structure of claim 1 is clearly shown in the 
drawings (and therefore claimed) in the design patent. Applicant has not claimed 
any limitation winch is not shown m the drawings such as a particular material, 
flexibility, etc, which would overcome the rejection. P. 4, 
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in order to support a rejection of claims for double patenting based on a design parcoi. 
* m % < 'vuenting can be found only if the cl aims of the two patents either cross-read or eonstautc 
obvious variations in both directions. In re Demhiczak, 175 F. 3d 994, 1002-03 (Fed. Or. I^W) 

\s <>r astern D435.720 is restricted to ''The ornamental design tor a key ring, substarbalA as 
<>i t " nd described.'' Claim 1 in this application, for example, is considerably broader u- 
^ > or a key-holding ring, a band, a D-ring coupling said band to said key-holding ring <..kI 

> i" i aving a U -shaped portion engaging the key-holding ring and a bar between the ends o* % 

i v \ s .aped portion and engaging the hand. The claimed structu re and claimed method ate uot 

x » tc v.) the ornamenta l design of the design patent, and the narrow claim to the ornamental 

v,n«-5 5 the design patent is plainly patentable over the utility application claims. Hoar the 

Ji jv ^ figures are the same does not support a conclusion that the claims, of the design pates** 

0 1 1- utility patent constitute obvious variations in both directions. A device tvi.:d he 

u s(ns. .ed that would infringe the claims of the utility patent but not the very narrow clam* u> 

I <~ >ks tn patent. Slielcore. Inc. v. Durham Industries !nc, 223 U.S.P.Q. 584 (Fed. Or. ;°»<M» 

x Ah. THER CLAIMS I, 6 AND 11 ARE UNPATENTABLE UNDER 35 U.S.C. 
§ V } OVER CHEN 5,069.050 IN VIEW OF JUNG 4,903,514. AND MOMHMERS 
- ^ 5 *i~3 OR SHELDON 4,601,185. 



4. Churns U>,1 1 are rejected under 35 U.S.C. 103 (a ^ as being unpatentable 
over Chen. 5,069.050 m view of Jung 4,9(0,514, and Momemers 4,523,443 or 
Sheldon 4,601,185. Chen teaches a flexible web band member 16 having a key 
ring 12 attached to one end. Jung teaches a keyholuer comprising an intermediate 
member between the member 1 1 and key ring 1 5 in the form of a D-ring having a 
"V" shaped portion connecting one end of the band and the key ring. The D-ring 
further comprises a gap portion to he attached to the band and a clip means 
20''2!-'22 to clamp the other end of the band together. Jung fails to teach a D-ring 
having a "U" shaped portion. Momemers teaches a similar key ring comprising a 
D-ring with a "U" shaped portion 3. Or alternatively, Sheldon teaches both "V" 
and "U"-shapcd rings in Figure 2. It would have been considered an obvious 
matter of design choice to one of ordinary skill In the art to provide an 
intermediate member between the band and key ring of Chen as taught by Jung 
since it well known in the key ring art to provide as many intermediate members 
as desired due to the ease of attaching multiple rings together,, and further to 
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* . ^Uure a. i so, :x Uv Ik- "V" shaped D-ring of Jung since the varying shapes 
'ir t ' : ia:«, ,,.td tiiuu- is <T:t caHx tffofo^l --e reshape 

Furthermore, the method limitations of claim 1 1 are considered inherent to the 
device of Chen, as modified by Jung, and Momemers or Sheldon. Pp. 3-4. 

iTjhe Chen ! 050 reference applied against the claims as the primary 
reference teaching a flexible hand and a key ring. It is well known in [.he 
keyholder art thai multiple rings may be attached in series., as des-red, to 
continually add more keys to the keyholder and thus, providing an intermediate 
member (or several) between the band and the key ring would have been 
considered obvious to one of ordinary skill m the art in order to accommodate 
more keys. The suggestion provided in Jung is that intermediate members can be 
added for mounting additional key rings in order to accommodate more keys. 
Thus, the conclusion is that given such a teaching, it would have been obvious to 
provide the keyholder of Cher: with itn intermediate member for attaching 
additional key rings, f urthermore, it has been long held that modifying the shape 
of a structural member, absent a disclosure of critical ity of such shape, would 
have beet? obvious to one of ordinary skill in the art; especially when the prior art 
teaches such varying shapes {as evidenced by the cited prior art). Thus, modi tying 
the shape nr the intermediate member would have been considered an obvious 
matter of design choice. Furthermore, the Miller '137 patent clearly teaches a web 
band having .most, of its length fastened together and its ends clamped together 
ami fastened by stitching as discussed above. In addition. Applicant's arguments 
regarding the method limitations of claim 1 1 are not persuasive. The assembly of 
the baud, D-ring and key ring would have been considered inherent to the use of 
the device given the rejection of the structure of she device set forth above. 
Therefore, Applicant's argument that the Examiner has not provided sufficient 
motivation to combine these references is not persuasive, it is maintained that the 
discussion above, clearly sets forth the motivation to combine the elements set 
forth in Chen, Jung. Miller, Sheldon and Momemers. Accordingly, claims i-il 
stand fmalU leveled under 35 I <-C 103. Pp.5-6. 

We set forth binding, authorities repeated in our First Appeal Brief which were never 
mentioned by the Examiner in airy office action. 

"The mere fact thai the prior art eoald be so moeu,eJ ( %Oi J r a c "i *l v*. 
modification obvious unless the prior art su^tVed tie «<esc b Co o j\ i , os ujo 
Gordon, 221 U.S P Q. 1125, 11 27 {Fed. Cir. 19S4). 

Although the Commissioner suggests that [the sUueture in me r»miar\ pr.oi ait tUWcueej 
could readily be modified to form the [claimed: struetun.. ' r hie mere lac* ihv de '^no: a,; voitlc 



be so modified would not have made the modification obvious unless the prior art suggested the 

desirability of the modification." In n> Laskowski, 10 U.S.P.Q. 2d 1397, 1398 {Fed. Or, 19895. 

"The claimed invention must be considered as a whole, arid the question is whether there 

is something in the prior art as a whole to suggest the desirability, arid thus the obviousness, of 

making the combination." Lindemann MascMmnfiibrik GMBH v. American Hoist & Derrick 

221 U.S.P.Q. 481 , 488 (Fed. Cir. 1984). 

Obviousness cannot be established by combining the teachings of the prior 
an to produce the claimed invention, absent sonte teaching or suggestion 
supporting the combination. Under Section 103, teachings of references can be 
combined only if there is some suggestion or incentive to do so. ACS Hospital 
Svsfems, he. v. Moniefiore Hospital 22 i U.S.P.Q. 929, 933 (Fed. Cir, 1984) 
(emphasis in original footnotes omitted), 

"The critical inquiry is whether 'there is something in the prior art as a whole to suggest 
the desirability, una thus the obviousness, of making the combination.'" Fromsor. v. Advance 
Offset Mate, inc. : 225 U.S.P.Q. 26, 3 1 {Fed. Co. 1983). 

As the Federal Circuit Court of Appeals said in In re Demhiczak. 175 K3d v94, 999 (Fed. 
Cir. 1999): 

Close adherence to this methodology is especially important in the ease of 
less technologically complex inventions, where the very ease with which the 
invention can be understood mas prompt one '"to fail victim to the insidious effect 
of a hindsight syndrome wherein that which: only the inventor taught is used 
against its teacher/' 

And in In re Kotzab, 55 V.S.P.Q.ld 1 3 1 3, 13 16 (Fed. Cir. 2000), the Court said: 

{ 1 Identification in the prior art of each individual part claimed is 
insufficient to defeat patentability of the whole claimed invention. See id. 
{Dembkzak}. Rather, to establish obviousness based on a combination of the 
elements disclosed in the prior art, there must be some motivation, suggestion or 
teaching of the desirability of making the specific combination that was made bv 
in- \ < i rv , -\ s .^o ^ 

* i ed v r ; <■ » ,-„■..> ^ " \i b 2d 9' K>, e-0_\ \" i I \ p C H " , 3 < \\ j 

Cir. 19S4). Even when obviousness is based on a single prior art reference, there 
must be a showing of a suggestion or motivation to modify the teachings of that 
reference. See B. K Goodrich Co. v. Aircraft Braking Svs. Corp., 72 F.3d 15??, 
15x2, 37 U.S.P.Q.2d 1314, 1318 (Fed. Cir. 1996). 



Applicant : Peter M. Perihou Attorneys Docket No.: 08914-009001 

Serial No. : 09/752,015 

Filed : December 29, 2000 

We take- this occasion to explain what precedents art; considered binding, 
in proceedings in She Patent and Trademark Office (PTO). Where the Court of 
Appeals tor the Federal Circuit has addressed a point of Saw in a published 
opinion, tbe Federal Circuit's decision is controlling. Similarly controlling are 
decision* considered to be binding precedent by the Federal Circuit, i.e.. decisions 
of the former Court of Claims and the former Court of Customs and Patent 
Appeals, as well as the former Customs Court. See South Corp. v. United States. 

1 \ " ^ , S'Q 0^ (led l r MO> ^ k.\<. f.t '-.'<• ' y - 

Inc. v. United States. 698 F.2d 1210, 121! n. 4 (Fed. Cir. 1983). In those 
relatively rare eases where the Federal Circuit has not addressed an issue, but 
there is "authorized published'' Board precedent, that published Board precedent 
is binding on panels of the Board and Examiners in the Patent Examining Corps. 
Ex parte Hoit, 19 U.S.P.Q. 2d 121 1, 1214 (BPA&I !99i). 

If this ground of rejection were repeated, the Examiner was respectfully requested to 
associate each element in each rejected claim with corresponding elements in the references, arid 
quote verbatim the language in the references regarded as suggesting the desirability of 
combining what is there disclosed to meet, tbe terms of the claims. The Examiner did not and 
can not comply with this request. 

Nor do the primary, secondary and tertiary references suggest the desirability ol 
combining what is there disclosed to form the key-holding ring of a spiral ring of materia) having 
a cross-sectional span with ends and the bar formed with a gap intermediate the ends of width 
about that of tbe cross-sectional span to allow the key-holding ring to pass through the gap into 
the D-ring during assembly as called for by claims 6. 

Nothing in the references remotely suggests the desirability oi combining what is there 
disclosed to meet the terms of the rejected claims. Furthermore, the contention that it would 
have been ''considered an obvious matter of design choice to one of ordinary skill in the art to 
provide an intermediate member between tbe band arid keyring" oi the primary reference as said 
to he taught by the secondary reference is a conclusion, not a proper reason, tor .sustaining a 
rejection under Section 103. 

In In re Oaneu. 53 PTCJ 43 (BPA&h September 30, ]9S6) the Board criticized the 
Examiner's statement :bat the proposed modification would base been "an obvious matter of 
engineering design t bow" ~is a conclusion, not a reason, in reversing the section 103 rejection. 
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Uju rkvUoo oi method claim 11 as inherent to the device assembled from three 

references by hindsight is improper. "\n the absence of the article in the prior art we find no 

basis ibr the conclusion that the manipulative steps of assembling the nonexistent article would 

be obvious." Ex pane Rubin.. 12" U.S.P.Q. 2Ro, 2H1 (Bel of Appeals 1959). 

•Here, the Examiner relied upon hindsight, to arrive at the determination of 
obviousness, It is impermissible to use the claimed invention as an instruction 
manual or "template" to piece together the teachings of the prior art so thai the 
claimed invention is rendered obvious. 0 This court has previously stated that 
'jojne cannot est hindsight reconstruction to pick and choose among isolated 
disclosures in the prior an to deprecate the claimed invention.* 5 ' 0 hi re fntsch. 23 
U.S.P.Q. 2d 1780, 1784 (Fed. Or. 1992). 
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' In re Fine, 83? F.2d at 1 075, 5 USPQ2d at 1600. 

U V H ETHER CLAIMS 2-5 AND 7-10 ARE UNPATENTABLE UNDER 35 U.S.C. 
§ ^ H v OVER CHEN IN VIEW OF JUNG AND MOMHMFRS OR. SHELDON. AND 
' v RI1 ER IN VIEW OF MILLER 1,704,137. 

The final action states: 

5. Claims 2-5/7-10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chen in view of Jung and Momcmers or Sheldon, as applied to 
claim I above, and further in view of Miller 1,704.137. Chen fails to teach, the 
ends of the band being joined together as set forth in claim 2. Miller teaches a 
band 12/14 looped through a key ring 20, fastened along most of its sides by- 
snaps 28 or alternatively by stitching 30, and joined at its ends by a clamp means 
comprised of stitching 16/30 extending along the entire width of the band. it. 
would have been obvious to one of ordinary skill in the art to modify the band of 
Chen by providing a fastening along most of its length and stitch clamp means for 
joining the ends as -aught by Miller as a well known alternative manner of 
constructing the band member and providing strengthening means by doubling up 
on most of the length, rather than the shortened leg 1 8D. 1 8F of Chen PA. 

Claims 2-5 and ?■■ 10 are dependent upon and include all the limitations of parent claim I, 
and the reasoning set forth above in support of the patentability of claim 1 over the primary., 
secondary and either tertiary reference is submitted to support the patentability of claims 2-5 and 
7-10 so that further discussion of the quaternary reference is submitted to be unnecessary. 
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Furthermore, the contention that the quaternary reference can be used m rejecting these 
claims because providing a ehp type clamp as .said to be taught by the quaternary reference is an 
obvious matter of design choice is a conclusion, not a reason for rejecting claims under section 

103. 

Still further, there is no suggestion in. the primary, secondary, either tertiary reference and 
the quaternary reference of the desirability of combining what is disclosed in these five 
references to make die band a web of material having ends looped through the D-ring and joined 
at the cods as called tor by chum 2. 

Not do any of the live relcrcnccs suggest the desirability including a damp at the ends of 
the web of material as called tor by claim 3. 

Nor do any of the five references suggest the desirability of having the web with portions 
that arc fastened together for most of their length to define an opening accommodating the bar of 
the D-ring so thai the D-ring may rotate about the axis of the bar through an angle of nearly 360 
degrees and the key-holding ring may rids along the inside portion of the U-shaped portion of the 
D-ring about an axis perpendicular to the axis of the bar and perpendicular to the band tor 
substantially 1 SO degrees as called tor by claim 4. 

Nor do the rive references suggest the desirability of combining what is there disclosed to 
form the key-holding ring of a spiral ring of material having a cross-sectional span with ends and 
the bar formed with u cap intermediate the ends of width about that of the cross-sectional span to 
allow the key-holding ring to pass through the gap into the D-ring during assembly as called for 
by claims 7-10. 

If this ground of rejection were repeated, the Examiner was respectfully requested to 
quote verbatim the language in each reference regarded as corresponding to each limitation in the 
rejected claims and quote verbatim the language in the references regarded as suggesting the 
desirability of combining what is there disclosed to meet the limitations of these claims. The 
Examiner did not and could not comply with this request. 

CONCLUSION 

In view of the foregoing authorities, reasoning and the inability of the prior art to make 
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t h v a 1 .» i' K >•> should be reversed. If the Board believes a cism; may be allowed 
in amended form, the Board is respect fully requested to include an explicit statement that such a 
claim may he allowed in such amended form and direct that Appellant shall have the right to 
amend in eontorrniiv with such statement in the absence of new references or grounds of 
rejection. 

The brief' fee was enclosed with the iirst appeal brief and is not believe to be required lor 
this second appeal brief Please apply im\ ow\u >. ^ut e ect s lo Deposit Account 
No, 064(150, Order No. 08914-009001. 

Respect ml j v smrm tied . 

PS MI &. *KV ^OHW P.C. 
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2. A key nng m accordance with claim 1 wherein the band is a web of material having ends 
looped through the D-ring and joined at said ends. 

3. A key ring in accordance with claim 2 and further comprising a clamp at the ends of said 

web of material, 

4. A key ring in accordance with claim? wherein the web has portions that are fastened 
together for .most of their length to define an opening accommodating the bar of the D-nng so 
that the D-ring may rotate about the axis of the bar through an angle of nearly 360 degrees and 
the key-holding nng may ride along the inside portion of the U-shaped portion of the D-ring 
about an axis perpendicular to the axis of the bar and perpendicular to the band for substantially 
180 degrees. 

5. A key ring in accordance wiih claim 3 wherein the clamp width is substantially the same 
as the width of the hand . 

6. A key ring in accordance with claim 1 where said key-holding ring is a spiral ring of 
material having a cross-sectional span with ends and said bar is formed w ith a gap intermediate 
said ends of width about that of said span to allow said key-holding ring to pass through said gap 
into said D-rleg during assembly. 

7. A key ring in accordance with claim 2 wherein said key-holding ring is a spiral ring of 
material having a cross-sectional span and said bar has ends and is formed with a gap 
intermediate said ends of width about that of said span to allow said key-holding ring to, pass 
through said gap into said D-ring during assembly. 

A key ring In accordance with claim .3 wherein said key-holding ring is a spiral ring of 
material having a cross-sectional span and said bar has ends and is formed with a gap 
intermediate said ends of width about thai of said span to allow said key-holding rant, to pass 
through said gap into said D-nng during assembly. 
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A K0\ ^ i v s.. o? a U o.e v rl claim 4 wherein said key-holding ring is a spiral ring of 
material having a cross-sectional span and said bar has ends and is formed svith a gap 
intermediate said ends of width about that of said span to allow .said key-holding ri ng to puss 
through said gap into said D-nng during assembly. 

1 0. A key ring in accordance with claim 5 wherein said key-holding ring is a spiral ring of 
material having a cjoss-.sccti.oria; span and said bar has ends and is formed with a gap 
imerrneuiate said ends of width about that of said span to allow said key-holding ring to pass 
through said gap into said D-ring during assembly. 
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